United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/678.747 



10/00/2003 



Yoichi Nishino 



22850 7590 12/11/2008 

OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



MOTSINGER, SEANT 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
12/11/2008 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

palenldockelCn'oblon.com 
oblonpat@oblon.com 
j gardner @ oblon. com 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/678,747 


Applicant(s) 

NISHINO, YOICHI 


Examiner 

SEAN MOTSINGER 


Art Unit 

2624 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on 14 May 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 29-31 and 33-37 and 39-40 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20081 126 



Application/Control Number: 10/678,747 Page 2 

Art Unit: 2624 

Response to Applicants Arguments/Amendments 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
9/12/2008 has been entered. 

2. Applicants arguments/amendments with respect to 35 U.S.C. 1 1 2 first paragraph 
have been fully considered and the amendments overcome the previous rejections 
but introduce new rejections. 

3. Applicants arguments/amendments with respect to 35 U.S.C. 103 have been fully 
considered but are not persuasive. Regarding applicants arguments with respect to 
Geradts applicant argues that Geradts does not perform "analysis regarding 
distinctive variations due to an etching mask". However the claim does not require 
"analysis based on distinctive variations due to an etching mask" only that the light 
receiving elements have such distinctive variations due to an etching mask. The 
claim only requires that the correlation unit "detect variations in the strength of light 
receiving elements" and a defect is a variation in the strength of light receiving 
element. Furthermore even if the claim required "analysis based on distinctive 
variations due to an etching mask" some defects are caused by an etching mask 
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(see Bulzer et al US 4,652, 336 column 1 lines 10-55) in which case Geradts does 
perform "analysis regarding distinctive variations due to an etching mask" since a 
defect is a distinctive variation in light receiving intensity. 

Rejections Under 35 U.S.C. 101 
35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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4. Claim(s) 35-37 and 39-40 is/are rejected under 35 U.S.C. 101 as not falling 
within one of the four statutory categories of invention. Supreme Court precedent 1 
and recent Federal Circuit decisions 2 indicate that a statutory "process" under 35 
U.S.C. 101 must (1) be tied to another statutory category (such as a particular 
apparatus), or (2) transform underlying subject matter (such as an article or material) 
to a different state or thing. While the instant claim(s) recite a series of steps or acts 
to be performed, the claim(s) neither transform underlying subject matter nor 
positively tie to another statutory category that accomplishes the claimed method 
steps, and therefore do not qualify as a statutory process. 

Rejections Under 35 U.S.C. 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 29-31, 33-37 and 39-40 rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention. Applicants 



1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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claims contain the language "distinctive variations in light receiving intensity due to 
an etching mask" this claim element is not found in the specification there is only one 
mention of an "etching mask" and there is nothing in the specification which relates 
distinctive variations in light intensity to an etching mask. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 40 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 40 refers to the data processing apparatus of claim 
35 this does not make sense. It is believed applicant intended the claim to depend 
from the method of claim 35. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 29-30, 33-36 and 39-40 are rejected under 35 U.S.C. 1 03(1 ) as being 
anticipated by Geradts et al., Methods for Identification of Images Acquired with 
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Digital Cameras ("Geradts") in view of U.S. Patent No. 5,764,770 issued to Schipper 
et al. ("Schipper") 

8. For claim 29 Geradts discloses a light receiving unit configured to receive 
respective light on respective elements (digital camera); 

9. a correlation detection unit configured to detect the variations in strength of 
different light receiving elements, the different light receiving elements having 
distinctive variations in light receiving intensity due to an etching mask (see the right 
image of figure 4 on page 506, pixel defects are visible if there is an image taken of 
a dark object. See also figure 5, pixel defects are visible on the CCD), 

1 0. and an identifying unit configured to identify whether said first image data was 
generated using said image generating apparatus based on said correlation 
detected by said correlation detecting section (see left image of figure 4, pixel 
defects in a real image match pixel defects of a dark object. See also equation 4 on 
page 510, if the pixel defects found in a comparison of a reference image and an 
actual image exceed a threshold, the actual image was taken by the camera). 

1 1 . Schipper discloses the correlation detection section is configured to cut out first 
subset image data from reference image data based on a first cutout position, to cut 
out second subset image data from the first image data based on a second cutout 
position shifted with respect to the first cutout position, and to detect a correlation 
between the first subset image data and the second subset image data (see figures 
9A-9G and col. 18 lines 10-45, the pixel array is decomposed into a plurality of 
smaller sub-regions, and the correlation of each sub-region of the image with the 
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corresponding sub-region in the reference image is detected. That is, the correlation 
detecting means cuts out third image data based on a first cutout position, and cuts 
out fourth image data based on a second cutout position. See also figures 10-14). It 
would have been obvious to one of ordinary skill in the art at the time of invention to 
include the cut out image data of Schipper for the benefit of reducing a number of 
pixels to a manageable size as taught by Schipper in col. 10 lines 15-17. 

12. Claim 35 is also rejected for these reasons. 

1 3. For claim 30 the digital camera of Geradts has a light receiving unit, wherein 
each of the light receiving elements include a silicon substrate, a light blocking layer 
provided at an aperture, a condensing lens, and an insulating layer, and the 
condensing lens is disposed to reach the silicon substrate through the light blocking 
layer from a position at an opposite side from the silicon substrate relative to the light 
blocking layer. 

14. Claim 36 is also rejected for these reasons. 

15. For claim 33 Geradts discloses a reference image generating unit configured to 
generate a plurality of reference image data (see page 507 "we counted these pixel 
defects by comparing five images acquired by the same camera") and to average 
said plurality of reference image data to generate second image data (see abstract, 
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"errors can be visualized by averaging the images multiple times." See also figure 2 
on page 507, ten blank images are averaged to show pixel defects) and said 
correlation detection unit is configured to detect a correlation between said first 
image data and said second image data, (see discussion of Figure 2 on page 507, it 
"was possible to determine the pixel defects in these cameras"). 

16. Claim 39 is also rejected for these reasons. 

17. For claim 34 Geradts discloses a reference image generating unit configured to 
generate a plurality of second image data (see figure 4) by making light strike said 
elements in a plurality of states of different lens apertures (the lens aperture of the 
image on the left is different than that of the image on the right, and the images are 
taken when light goes through a lens onto the light receiving CCDs) and said 
correlation detection unit is configured to detect a correlation between said first 
image data and said second image data (see page 508, correlation is detected using 
the several images that are made with different lens apertures, such as those shown 
in figure 4). 

18. Claim 40 is also rejected for these reasons. 
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19. Claims 31 and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Geradts and Schipper in view of Chen et al., Symmetric Phase-Only Matched 
Filtering of Fourier-Mellin Transforms ("Chen"). 

20. For claim 31 , Chen discloses a correlation detection unit that includes (see 
section IV Fourier-Mellin Invariant Matching beginning on page 1 158) that has a first 
fast Fourier transform circuit configured to apply a Fourier transform to reference 
image data to generate first frequency component data (one of ordinary skill in the 
art at the time of invention is able to perform this function disclosed in section IV on 
page 1 158 with electronic circuitry); a first whitening circuit configured to divide first 
complex number data forming the first frequency component data by an absolute 
value of each complex number data to generate first complex number data (step 2); 
a second fast Fourier transform circuit configured to apply a Fourier transform to the 
first image data to generate second frequency component data (step 3) a second 
whitening circuit configured to divide second complex number data forming the 
second frequency component data by an absolute value of each complex number 
data to generate second complex number data (step 4); a complex conjugation 
circuit configured to substitute each complex number data forming the second 
complex number data with a complex conjugate complex number data to generate 
third complex number data (step 5); a multiplication circuit configured to multiply the 
first complex number data and the third complex number data to generate fourth 
complex number data (equation 19); and an inverse fast Fourier transform circuit 



Application/Control Number: 10/678,747 Page 10 

Art Unit: 2624 

configured to transform the fourth complex number data to generate correlation data, 
wherein the correlation data indicates all values for which a correlation is obtained 
by cyclically shifting the relative positions of the first image data and the reference 
image in two dimensions (step 6). 

21 . It would have been obvious to one of ordinary skill in this art at the time of the 
invention to modify the camera identification device of Geradts to include the 
correlation means of Chen for the advantages of obtaining a high discriminating 
power and an excellent robustness in the presence of noise as taught by Chen at 
col. 1 on page 1157. 

22. Claim 37 is also rejected for these reasons. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SEAN MOTSINGER whose telephone number is 
(571)270-1237. The examiner can normally be reached on 9-5 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jingge Wu can be reached on (571 )272-7429. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jingge Wu/ 

Supervisory Patent Examiner, Art Unit 2624 

Motsinger 
12/1/2008 



